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''TsHORTENEC STATUTORV PERIOD FOR REPLV ,S SET TO EXPIRE , MONTH(S, PRO« 

' earned patent term adjustment See 37 CFR 1.704(b). 

Status 

I) 0 Responsive to communication(s) filed on 29 June 2001 , . 

2s)D This action is FINAL. 2b)0 This action is non-fmal. ,,„,,,ritsis 

Disposition of Claims 

4) 0 Claim(s) 1:35 is/are pending in the application. 

4a) Of the above claim(s) is/are v»/ithdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1:35 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

1 0)D The drawing(s) f.ied on _ is/are. aD accepted or o.ected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

I I) D The proposed drawing correction filed on is: «)□ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

13) 0 Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAli b)D Some*c)n None of: 

1 □ Certified copies of the priority documents have been received. 

2 □ certified copies of the priority documents have been received in Application No. 

3 0 copies of the certified copies of the priority documents have been received in this National Stage 
application from the international Bureau (PCT Rule 17.2(a)). 

. see the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional ,21 

1 5) D Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) „ / \ 

4) □ interview Summary (PTO-41 3) Paper No(s) • 

1 ) E Notice of References Cited (PTO-892) j-, ^^^^^^^^ p^j^^. Application (PTO-1 52) 

2) □ Notice of Draftsperson's Patent Drawing Review vPTO-948) UJ 

3) □ information Disclosure Statement(s) (PTO-1 449) Paper No(s) 5 U "tner. ^ 
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aerial No. 09/579,842 
Art Unit 1711 

With regard to the "Other Prior Art" on applicants' 
information Disclosure Statement which has been crossed out, 
these references have not been considered for at least the reason 
that the title of the article has not been provided or the name 
of the publisher of the Abstract or page numbers have not been 
provided or page numbers have been printed on top of the line 
delineating the box for providing the information such that the 
page numbers cannot be read or author or place of publication has 
not been provided as required by MPEP § 609 or the correct page 
numbers have not been provided. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless -- 

the invention was known or used by others in this 

by the applicant for a patent. 

The following is a quotation of 35 U.S.C. § 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not 
ldLticS!y disclosed or described as set forth m section 
lo2 of ?his title, if the differences between the subject 
matter sSight to be patented and the prior art are such that 
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the subject .a«er as a -"".Srn^avfngtS^nLf 
time the invention was made to ^ P"^°"„^tter pertains. 
fatiittSiS:/sLi? nStte=ne^aS5ir^/?he manner in which 

the invention was made. 

Claims 1, 20 and 29-35 are rejected under 35 U.S.C. 102(b) 
as anticipated by cr, in the alternative, under 35 U.S.C. 103(a) 
as obvrcus ever Kuzuhara et al . (JP 10292084). 

Kuzuhara et al. disclose a process in which a (derivatized, 
polyethylene oxide is polymerized in the presence of gamma- 
methacryloxypropyltrimethoxyrimethylsilane. Although the patent 
discloses nothing regarding grafting explicitly nor is it even 
clear that the inventors desire grafting, this would reasonably 
appear to be inherent given that applicants and patentees both 
polymerize a polyethylene glycol containing material in the 
presence of a free radical initiator and an unsaturated silane m 
order to obtain their product. With regard to moisture cross- 
linking, the material is exposed to moisture and humidity. Note 
the Abstract. Therefore cross-linking would also reasonably 
appear to be inherent. Since the term "gel content" refers to 

^ ^^ho-ial and since the material of 

Kuzuhara et al . reasonably appears to be inherently crossl inked 
both based on the process of production and the fact that the 
material is resistant to dissolving as indicated by the Abstract, 
it would appear to be highly cross-linked and therefore have a 
very high gel content. 
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When the reference discloses all the Um.tations of a claim 
except a property or functxon, and the Examiner cannot determine 
whether or not the reference inherently possesses properties 
which anticipate or render obvious the claimed invention, basis 
exists for shifting the burden of proof to applicant. Note Hl^ 
^i^^^^^^ld^t^ 619 F. 2d 67, 70, 205 USPQ 594, 596, (CCPA 
1980). See MPEP § 2112-2112.02. 

Claims 1, 20 and 29-35 are rejected under 35 U.S.C. 102(a) 
as anticipated by or, in the alternative, under 35 U.S.C. 103(a) 
as obvious over Furuta et al . (JP 11322812). 

Furuta et al . disclose a process in which a derivatized 
polyethylene oxide is polymerized in the presence of gamma- 
.ethacryloxypropyltrimethoxysilane using a persulfate initiator. 
Note the Abstract and the Examples. Although nothing explicitly 
is recited regarding grafting nor is it even clear that patentees 
desire grafting, such would reasonably appear to be inherent 
given that patentees and applicants both polymerize the 
polyethylene oxide containing materials in the presence of an 
unsaturated silane with a free radical initiator. With regard to 
cross-linking using water, the material is exposed to moisture 
and weathering. Note the Abstract. 

When the reference discloses all the limitations of a claim 
except a property or function, and the Examiner cannot determine 
whether or not the reference inherently possesses properties 
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„.i.h anUc.pate or .enaer obvious the claimed .nvent.on, bas.s 
ex.sts tor shifting the burden o£ proof to applicant. Note 
^^^^^^^^.^^ P. .d .V, ,0, .OB USPQ 5M, 5.., (COP. 

1980) . see MPEP § 2112-2112.02. 

..e non-statutory ^^^^^^iT^k " 
obviousness-type °^/°^-°^I"°^^Snded in public policy (a policy 
judicially created doctrine grounded in P j;^3^3tified or 

Reflected in the statute) so as to pr exclude" granted by 

improper timewise extension ..the rig ^^^^ ^^^p^ 

a patent. In re "gton 4 F 2 ^^^^ ^^^^^ 
1969); in re Vogel 422 F^2d 43 ^ ^^^^^ ^_ ^^^^^^ 

Tsl rrBBr22Bls:"^4"%erCir. 19BS); and Xn re Ooo^.n. 

- "^I\?^e^ir?nrd^te?Snai^r4clai.er .^^^^^^^^^ - 
CFR 1.321(b) and (c) may be used ^° double patenting 

provisional rejection ^^^f ^ °^/^SpUca?ion o^ patent is shown to 
ground provided the conflicting appiica i.7B{d). 

L commonly owned with f^^.^PP^^^^^gJ^tered attorney or agent of 

Effective January 1, IS^^^y terminal disclaimer 

record may sign ^ terminal disclaimer^^ 3_^3^^) _ 

signed by the assignee must fully comp y 

Claims 1-35 are provisionally rejected under the iudrcrally 
created doctrine o£ obviousness-type double patenting as berng 
unpatentable over clai.s ^-2S of copending application Serial No. 
„./579,843. Although the conflicting claims are not identical, 

..-g^-nct from each other because although 
the Jthod of cross-UKing using moisture is not recited by the 
copending application, the copending application recites that the 
.ater.al produced is cross -linkable by hydrolysis and therefore 
it would have been obvious to a practitioner having ordinary 
sKlll in the art at the tr™e of the invention to cross-link the 
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material of the copending application to provide the benefit 
accruable known to those skilled in the art upon cross-linking 
absent any showing of surprising or unexpected results. 

This is a provisional obviousness -type double patenting 
rejection because the conflicting claims have not in fact been 
patented. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Jeffrey 
Mullis whose telephone number is (703) 308-2820. The examiner 
can normally be reached on Monday-Friday from 9:30 to 6:30. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, James Seidleck, can be 
reached on (703) 308-2462. The fax phone number for this Group 
is before final (703) 872-9310 and after final (703) 8729311. 

Any inquiry of a general nature or relating to the status of 
this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 308-2351. 



J. Mullis:cdc f^0UP4mi^l( 
March 27, 2003 ! 



